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Sunlight 
Superb 
Super-Easy 


Taka-Kola 
Tea-Ko-Ale 
Teller 
Thermos 
Thro-Away 
Tiger 

Tip Top 
Tonikel 
Torrid Zone 
Tripure 
Twin-Six 


Velvatone 
Velvelite 


Washington, George 
Waterman 
Wearever 

Webster 

Wheeler 

Willow 








DIGEST 


I. TRADE-MARKS GENERALLY. 


1. Nature oF Trape-Marx RicuHrTs. 
§ 1. Character of Right. 
; Extent of Right. 

Ownership. 

License to Use. 

On What Goods. 

Plural Marks. 

Use of Mark. 


oo 


00> 00> GO? GO? SOD 
IAP SP 


2. Wuat May BE A Trape-Mark. 
§ 1. Color. 


§ 2. Names of Patented Articles. 

§ 3. Descriptive and Generic Terme. 

§ 4. Words Publici Juris. 

§ 5. Geographical Terms. 

§ 6. Proper Names. 

§ 7. Representation of Goods. 

§ 8. Structural Features of Goods. 

§ 9. Marks of Trades or Trade-Unions. 
§ 10. Emblems of Fraternal Societies. 

§ 11. Numerals. 

§ 12. Titles of Periodicals, Literary and Dramatic Works. 
§ 13. Public Insignia. 

§ 14. Deceptive Marks. 

§ 15. Other Features. 


8. Trrte to A Trape-Mark. 

§ 1. Creation. 
2. Assignment and Devolution. 
. Abandonment. 
. Proof. 
. Loss. 


or m © %© 


§ 
§ 
§ 
§ 


4. INFRINGEMENT. 
§ 1. Elements. 
§ 2. Conflicting Marke. 


vii 
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§ 3. Goods of the Same Descriptive Properties. 
§ 4. Ten-Year Marks. 


§ 


ur 


Lr LP Lr Lr SP 


§ 7. 
§ 8. 


» 
a. 


2 
3 
4. 
5 
6 


Unauthorized Use. 


Suits For INFRINGEMENT. 
Z: 


Jurisdiction. 
Parties. 
Pleading and Practice. 
Evidence. 
Defenses. 
Relief. 

a. Injunction. 
b. Damages. 
ce. Accounting. 
Decree. 
Review. 


II. REGISTRATION OF TRADE-MARKS. 


1. CONSTITUTIONALITY OF STATUTE. 


2, EFFECT oF REGISTRATION. 


3. Tue APpPLiIcaATION. 


§ 


a 


CO SR Sh SH SH SR SH GM 


1 
Dy) 


The Applicant. 
Specimens. 

Drawing. 

Declaration. 
Statement. 
Amendment. 
Disclaimer. 

Consent. 

Function of Examiner. 


10. Abandonment. 


4. REGisTRABLE Marks. 


5 1. 
2. 


S 


Om Mm WM WM MH DM 


PAD MP w 


Res Adjudicata. 

Descriptive and Generic Terms. 

Words Publici Juris. 

Geographical Terms. 

Conflicting Marks. 

Goods of Same Descriptive Properties. 
Proper Names. 

Marks Deceptively Used. 


viii 





§ 9. 


CO? Lh Sh GP 


CP > SR Lh Gh Sh Sh 


10. 
Ak: 
12, 
13. 
14, 
15. 
16. 
17. 
18. 
19. 
20. 


DiGEsT 


Ten-Year Marks. 
a. Interpretation of Ten-Year Clause. 


b. Constitutionality of Ten-Year Clause. 


c. Names of Patented Articles. 
d. Descriptive Terms. 

e. Geographical Terms. 

. Proper Names. 

Evidence. 

Stare Decisis. 

Foreign Marks. 

Corporate Names. 
Representation of Goods. 
Ornamental Features. 
Community or Collective Marks. 
On What Goods. 

Equivalents. 

Portraits. 

Public Insignia. 


5. INTERFERENCES. 


es; 
§ 2. 
3. 


> GL BD MP 
NS oP 


or CP 
@ 


Declaration. 

Evidence. 

Abandonment of Application. 
Abandonment of Rejected Mark. 
Dissolution. 

Review of Decision. 

Res Adjudicata. 

Foreign Party. 


6. OPpposITIONs. 


§ 1. 


oO 


Cm LP IPR IR MP MP MP MP Mr MP 
oman > Oo 


The Opponent. 

Notice. 

Demurrer. 

Answer. 

Withdrawal. 

Dismissal. 

Evidence. 

Review of Decision. 
Amendment of Application. 


. Amendment of Notice. 
. Res Adjudicata. 


. Consolidation. 


ix 


— 
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7. Vaipiry oF REGISTRATION. 


8. ProceepinGs ror Review. 
§ 1. 
§ 2. By Petition. 
§ 3. By Rehearing. 


By Appeal. 


9. CANCELLATION. 


§ 1. 


CO 8? > GP 
PS? 


Petition. 

Pleading and Practice. 
Evidence. 

Ten-Year Clause. 

By Suit in Equity. 


10. RENEWALS. 


ll. Srate anv Loca Statutes. 


§ 


A. 


§ 2. 
§ 3. Kentucky. 
§ 4. Georgia. 


New York. 
Massachusetts. 


12. LaBELs. 


III. UNFAIR COMPETITION. 


1. Nature anp Basis or Wrona. 


GO> GO> G02 GOP Gor SOD 


eorPrp™ 


Distinguished from Infringement of Trade-Marke. 
Elements. 

Right by Priority. 

Intent. 

Deception. 

Damage. 


2. UNFAIRNESS IN COMPETITION. 


§ 


00> cor GO? COD COP 


1. 


2. 
Ss. 
4. 
5. 
6. 


Imitating Appearance of Article. 

Imitating Structural Elements. 

Imitating Packages and Containers of Goods. 
Substitution. 

Imitating Color. 

Trade and Corporate Names. 

a. Personal Names. 

b. Corporate Names. 


x 
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c. Trade-Names. 
d. Literary and Dramatic Titles. 
Descriptive Terms. 
Geographical Terms. 
. Name of Patented Article. 
0. Advertising. 
. Other Instances. 


CO 60> 0? CO CH 
— pe © DO 
ee 


3. Surrs ror Unrarr ComMPETITION. 
§ 1. Jurisdiction. 


§ 2. Parties and Liability. 
§ 3. Pleading and Practice. 
§ 4. Evidence. 

§ 5. Defenses. 

§ 6. Relief. 


a. Injunction. 

b. Accounting of Profits. 

c. Damages. 

d. Costs. 

e. Use of Distinguishing Notice. 
§ 7. Estoppel. 
§ 8. Dismissal. 
§ 9. Multiplicity of Suits. 


I TRADE-MARKS GENERALLY. 
1. Nature or Trape-Marx Ricuts. 


§ 1. Character of Right. 
A trade-mark cannot exist independently of some business in which it 
is used, its sole function being to indicate origin or ownership of goods. 103 


A trade-mark is not acquired by the invention or discovery of a word 
or symbol, or by advertisement. It becomes a trade-mark only when at- 
tached or affixed to certain articles of merchandise. 28 


A single instance of user, with accompanying circumstances showing 
an intention to continue to use the mark is sufficient to establish a right 
thereto. 54 


The exclusive right to a trade-mark is not created by Act of Congress 
but is a common-law right, violation of which will be enjoined by a court 
of equity. 34 


xi 
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The exclusive right to the use of a trade-mark rests on such early use 
as makes it distinctive of the goods, but absolute priority is not re- 
quired. 405 


I, 1, § 3. Ownership. 
A foreign manufacturer, who establishes in this country an uninter- 
rupted and open prior use of a trade-mark, is entitled to protection against 
a later user. 7 


A foreign manufacturer who grants to an agent in this country ex- 
clusive rights in the sale of the commodity manufactured by him and sanc- 
tions the registration of his trade-mark in this country in the name of the 
agent, cannot be thereafter prevented from importing and selling his goods 
through another agent under the registered trade-mark. 1 


The agent of a foreign manufacturer acquires no right in the mark 
applied by the maker to his goods, nor any right to register the mark 
under our law. 347 


A manufacturer who sells all his goods, through a dealer for whom 
they are made, may yet be the owner of the mark used thereon. 399 


A trade-mark upon an article may indicate either the manufacturer 
or the distributor of the article. 134 


A dealer who first adopted and used a word to distinguish the goods 
sold, but not manufactured by him, is the owner of the mark. 211 


Where two parties have jointly contributed to the assets of a business, 
built up under a trade-mark, in an action for an accounting, the business 
and trade-mark should be sold and the proceeds divided between the par- 
ties according to their respective interests. 167 


I, 1, § 4. License to Use. 
One who has granted to another by license, the right to use a trade- 
mark, and abandoned its use himself, cannot deprive his licensee of such 
right, or set up an adverse use. 553 


I, 1, § 5. On What Goods. 

A trade-mark, used by a manufacturer of silk, cannot be claimed by 
him for the silk garments made from his product, on the ground that the 
mark is used only upon garments so made and is applied by means of labels 
furnished by the manufacturer and furnished only to garment makers of 
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his selection. The trade-mark is for the silk only, and that is the only idea 
that the presence of the trade-mark upon the garments conveys to the pur- 
chasing public. 154 


A certificate issued by a Board of Trade to the effect that goods sold 
in association with it were “Made in U. S. A.” is not an article of mer- 
chandise nor can a mark used thereon be claimed as a trade-mark. 343 


I, 2. Wuat May Be A Trape-Marx. 


§ 1. Color. 
A green, oval, wafer-shaped device, applied to rubber boots and shoes 
is a good trade-mark. 340 


A blue center ply for wall boards is not a good trade-mark. 351 


A mark for tires, consisting of a circumferential band of black between 
two circumferential red bands, is not distinctive enough for a trade- 
mark. 400 


The representation of a blue tag, in ordinary form, as a trade-mark 
for hams, bacon, lard, sausage and oleomargarine, is not a good trade- 
mark. 401 


A mark applied to rubber boots and shoes, consisting of a gray band 
encircling the top of the articles, is not distinctive and not a good trade- 
mark. 401 


I, 2, § 2. Names of Patented Articles. 
Where the use of trade-mark on a patented article antedates the 
patent, the right to use such trade-mark does not pass to the public on the 
expiration of the patent. 104 


A design applied to the grinding edge of a buhr and having a utilitarian 
purpose and protected for a period of years by a patent becomes public 
property on the expiration of the patent. 158 


The words “Prest-O-Lite,” as applied to patented metal cylinders, 
filled with gas for automobile lighting purposes, indicating in addition to 
the manufacture and business of the plaintiff, a system of exchange of 
empty cylinders for refilled cylinders at a greatly reduced rate, and an- 
other acetylene gas holder being on the market and in use, during the life 
of the patent, known as the “Autogas,” plaintiff’s trade-mark is valid. 381 


ses 





Seven Trape-Marxk Reporter 


The letters “l-m-n-r,” a key to a patented index system is not a good 
trade-mark. The patent has made it descriptive and has vested the public 
with rights in it. It cannot be a valid trade-mark, even for the duration 
of the patent. 397 


I, 2, § 3. Descriptive and Generic Terms. 
See, also, II, 4, § 2. 


A descriptive trade-mark which has acquired a secondary meaning is 
one which serves to identify a particular product in the mind of the pur- 
chasing public, and it is not of controlling importance to the application of 
the secondary meaning theory that the public should know the identity of 
the manufacturer. 110 


The following marks are held to be descriptive: 


“As old as the industry,” for oils and greases, 404 
“Autolysin,” for therapeutic compound, 602 
“Brilliant One,” for phonographic needles, 600 
“Creeping Grip,” for tractors, 601 
“Delicatessen,” for bread, 600 
“Dri-Shod,” for boots and shoes, 331 
“Dry-Sox,” for boots and shoes, 331 
“Foldwell,” for paper, 148 
“Golden,” for varnishes and japans, 333 
“Greatworth,” for shoes, 600 
“High Efficiency,” for valves, 404 
“Interior,” for metal doors, 601 
“Kanelasses,” for syrup, 290 
“Kanttair,” for hair nets, 148 
“Latherkreem,” for beard softener, 404 
“Leghornette,” for hats, 289 
“Minimum Essentials,” for educational books, 332 
“Moistair,” for hot air heaters, 290 
“Nonpareil,” for cork tiling, 272 
“Nusatin,” for textile, 332 
“Quality,” for macaroni, 333 
“Quality,” for metallic packing, 600 
“Quality,” for electric generators, 601 
“Quick Pression,” for faucets, 333 
“Rack,” for baker’s ovens, 601 
“Resis-tacid,” for hose, nozzles, valves and couplings, 288 
“Satin-Eclatant,” for cotton piece goods, 148 
“Seasalt,” for oysters, 291 
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“Sugalasses,” for syrup, 
“Tonikel,” for a tonic, 
“Twin-Six,” for a motor vehicle, 
“Velvatone,” for phonographs, 


The following marks are held not to be descriptive: 


“Alloveralls,” for a one-piece outer garment, 
“Alwashold,” for material for mending tires, 
“Autographic,” for cameras, 

“Community,” for flour mills, 

“Decorator,” for step ladders, 

“Ever-Wear,” for overalls, 

“Groceteria,” in connection with a grocery, 
“Horseshoe,” for automobile tires, casings and tubes, 
“Korbind,” for binding materials for moulding sand, 
“Kumfy-Kool,” for blouses, 

“Machine Way in Shorthand,” 

“Motor Weave,” for carriage robes, 

“Nevertear,” for garter clasps, 

“Nevvatare,” for netting and veiling, 

“Oil Air,” for wicks and burners, 

“Perfection,” for bed pans, 

“Plastic Fire Brick,” for cement lining for fire pots, 
“Protexwell,” for wearing apparel, 

“Purity,” for coffee, 

“Standwett,” for leather, 

“Superb,” for peanuts, 

“Super-Easy,” for chairs, 

“Tea-Ko-Ale,” for soft drinks, 

“Teller,” for safes, 

“Thro-Away,” for paper napkins, 

“Tip Top,” for caustic soda, 

“Wearever,” for rubber sponges, 

“Willow Linen,” for writing paper, 

“Woolnap,” for blankets, 


I, 2, § 5. Geographical Terms. 
See, also, II, 4, § 4. 





xv 


332 
351 
592 
331 


147 
149 
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404 
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211 
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426 
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No one can apply the name of a district or county to an article of 
commerce, and thereby acquire an exclusive right to its use, or prevent 
others from using it on similar goods, produced in such district. 


405 
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Where a producer has used a geographical name as a trade-mark on 
his product, for so long a period as to make it refer to the product, rather 
than the place of manufacture, he is entitled to its exclusive use on such 
product, even though he has removed to another locality. 405 


The following marks are held to be geographical terms: 
“Columbia,” for saws, 
“Fairmont,” for car wheels, 
“Hudson Mills,” for hosiery, 
“Lehigh,” for vises, 
“New-ark,” for shoes, 


The following marks are held not to be geographical: 
“Anaconda,” for zinc or spelter, 
“Cambrai,” for paper, 
“Continental,” for cotton goods 
“Kenmore,” for canned fruit, 
“Royal Satsuma,” for toilet paper, 
“Shasta,” for wrapping paper, 


I, 2,§ 6. Proper Names. 
See, also, II, 4, § 7. 
The law permits the adoption as a trade-mark of the name of a person 
who has achieved fame and distinction, provided the name has not become 


descriptive of the quality or the character of the article, or is not in 
geographical use. 34 


I, 2, § 7. Representation of Goods. 


The picture of a stocking with the name of the applicant embroidered 
in the fabric thereof as a trade-mark for hosiery is descriptive. 332 


An alleged trade-mark for buttons, consisting of the button itself, 
which shows the letters “N. P.” surrounded by two concentric circles, 
between which appear three stars and the words “For Progress in Writing,” 


is not in fact a trade-mark. The buttons are not a mark for the goods, 
but are the goods themselves. 


155 


A mark for rivets, consisting of the picture of five short rivets or five 


forms superposed on a longer rivet is descriptive of the goods. There 


could be no better description of a rivet than its picture. 286 
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I, 2, § 8. Structural Features of Goods. 
There is no valid trade-mark, in coloring an automobile tire one color 
on the sides and another on the tread. The making of sides and tread of 
different materials and, therefore, of different color is functional. 400 


A design claimed as a trade-mark for grinding buhrs consisting of 
two figures applied to the grinding edge of the buhrs, resembling short 
tree branches, but shown in fact to be partial representations of the ribs 
of a grinding buhr and to have a utilitarian purpose, cannot be claimed as 
a trade-mark. 154 


A structural feature in the manufacture of a wrapper for tooth picks 
may not be a valid trade-mark for the tooth picks, and the registration of 
such a mark was properly cancelled. 31 


An alleged trade-mark for watches, consisting of a purple band around 
the watch, carrying the name “South Bend,” is not merely a trade-mark, 
but is primarily a means of affixing a label. 337 


I, 2, § 12. Titles of Periodicals, Literary and Dramatic Works. 
The name “Pollyanna,” forming part of the title of a series of books 
of fiction, is not a trade-mark. 155 


The arbitrary name given to a dramatic composition by its author, 
and by which it has become known to the public, is a property right, which 
should be protected. It is a fraud upon the public and the author, to 
permit its use by another. 364 


The name of a drama may become a valid trade-name, in connection 
with the presentation of dramatic compositions. 315 


The word “Happiness,” even though a word in common use, may 
become a valid trade-name as applied to a dramatic composition. 364 


I, 3. Trirte to a Trape-Mark. 
§ 2. Assignment and Devolution. 

A sale of a business and of its goodwill carries with it the trade-mark 
used in connection therewith, even though it is not expressly mentioned in 
the instrument of sale. 103, 553, 557 


A patentee who gives an exclusive license to another to manufacture 
and sell a patented article for the life of the patent, and at the same time 
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transfers the goodwill of the business to the licensee retains no trade-mark 
rights of which he can avail himself, either during the life of the patent 
or on its expiration. 104, 553 


When it appeared that the assignor of a mark for coffee still sells 
coffee, although not under that mark, the assignment is plainly inoperative, 
because it is an assignment of the mark only and not of the business con- 
nected therewith. 156 


Where there is no consecutive chain of title to a business and no con- 
tractual or other connection between the various firms that have carried 
on business under a certain trade-name, the latest user of the trade-name 
cannot claim privity with the original firm. 182 


Abandonment is not established by proof of non-user for a certain 
period. 563 


I, 4. INFRINGEMENT. 


§ 1. Elements. 
Where one trade-mark so far resembles the other as to deceive persons 
of ordinary caution, such mark is an infringement. 212 


To maintain the charge of infringement of a trade-mark, it is not 
necessary to prove intent on the part of the infringer. The fact of in- 
fringement alone is controlling. 469 


Where it is apparent that one mark is an intentional simulation of 
another well-known mark, they should be viewed as a whole, and points 
of similarity are more important than points of difference. 283, 469 


There is no apparent excuse for the adoption of a mark closely ap- 
proximating that of an earlier user on the same class of goods and the only 
conclusion to be drawn in such a case is that the applicant is attempting, 
under cover of the law, to obtain an unfair advantage. In all such cases, 
the doubt will be resolved in favor of the prior user. 278 


I, 4, § 2. Conflicting Marks. 
See, also, II, 4, § 5. 
The following marks are held to conflict: 
“Apple-O,” with “Appleju” and “Appella,” 
“Big Bill,” with “Big Ben,” 
“Bran Nuts,” with “Grape-Nuts,” 
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“Butter-Cream,” with “Butter Nut” and “Butter Krust,” 
“Choc-o-la,” with “Choco” and “Chocolatta,” 
“Deodor,” with “Deodorata” and “Deodorine,” 


“Home Pride” with “Home,” 
“Honey-Krust,” with “Honey,” 
“Klingtite,” with “Klingerit,” 


“Knocks-Them-All,” with “Knocks ’Em Dead” and 


“Knocksemstiff,” 
“Koke,” with “Coca-Cola,” 
“Kool Off,” with “Keep Kool,” 
“Liberty Bell,” with “Bell,” 
“Mother Goose,” with “Goose,” 


“Mercurio,” with “Motano,” 


“On Everybody’s Tongue,” with “Everybod 
“Pep,” with “Pep-Soda” and “Pep-Kola,” 


“Proxie,” with “Moxie,” 
“Radames,” with “Rameses,” 
“Snow-Kist,” wtih “Snow Cap,” 
“Sunlight,” with “Sunshine,” 
“Swiss Cottage,” with “Cottage,” 
“Taka-Kola,” with “Coca-Cola,” 
“Uncle’s Boy,” with “Uncle Sam,” 


The representation of a hemisphere with that of a globe. 


A green colored strand in wire rope with a white strand for 


same, 


Representation of a hog in different settings. 


277 
352 
152 
281 
598 
595 


396 
596 
558 
396 
278 
352 
596 
290 
595 

34 
598 
151 
598 
598 
348 


the 
150 


532 


Elliptical figures and representations of a house fly with similar 


elliptical figures and circles. 


Circular disks, with different letters thereon. 


469 


151 


A trade-mark not claimed in any particular color is not infringed by use 
of a label of the same color on similar goods, when the other features of the 


two labels are so different as to prevent confusion. 


The following marks are held not to conflict: 


“AvZon,” with “Kavon,” 
“Bass Brand,” with “Tarpon,” 
“B-4-7,” with “B-4-U,” 


417 


596 
150 
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“Coffetone,” with “Coffatona,” 

“Creme,” with “Cream,” 

“Ecco,” with “Eaco,” 

“Emerald,” with “Emery,” 

“Garden Bouquet,” with “Mary Garden,” 

“Mentho-Listine,” with “Listerine,” 

“Penesco,” with “Epenco,” 

“Silver King,” with “King,” 

“Silver Moon,” with “Silver,” 

“U-Lavo,” with “Lava,” 

“Velvelite,” with “Velvetina,” 

Representation of a duck with “Great Mallard” and head 
of a bird, 

Representation of a Marathon runner with one of 
Mercury, 

Representation of a Puritan maid with “Priscilla,” 

As to “Ko-Co-Lem-A” and “Coca-Cola,” quaere. 


I, 4, § 3. Goods of the Same Descriptive Properties. 


The following goods are not of the same descriptive properties: 

Cotton piece goods, and silk piece goods, 

Peroxide of hydrogen, and carbonated and other bever- 
ages, 

Bond, linen and ledger paper, and superfine and colored 
flats, 

Leather boots and shoes, and rubber boots and shoes, 

Leather shoes, and canvas shoes with leather or rubber 
soles, 

Maternity frocks, and waterproof fabrics, 

Leather dressing, and waterproof belting, 

Ice cream, and ice cream cones, 

Self-shortened prepared bakery products, and wheat flour, 

Automatic organs and phonographs, 

Percales in the piece, and shirts, collars and cuffs, 


The following are goods of the same descriptive properties: 
Leather in heavier forms, and sheep and goat skin for 
clothing, book binding and fancy articles, 395 
Electric vacuum cleaners and other electrical household 
devices, 266 
As to flour, cereals and breakfast foods, and bread, quaere, 153 
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I, 4, § 5. Unauthorized Use. 
The owner of a trade-mark is entitled to protection against the re- 
filling of bottles bearing his mark. 627 


Sale of a vacuum bottle, not of plaintiff's manufacture, in a box bear- 
ing the plaintiff's trade-mark, and containing a cork similarly bearing 
plaintiff's trade-mark, is an infringement. 358 


The owner of a registered trade-mark covering a beverage and the 
syrup from which it can be made can restrain the sale of the beverage 
under the trade-mark, by one who bottles it without consent. 159 


I, 5. Suits ror INFRINGEMENT. 


§ 1. Jurisdiction. 
See, also, IIT, 3, § 1. 

In a suit alleging infringement of a patent infringement of an un- 
registered trade-mark and unfair competition, the latter causes of action 
are not incidental to the infringement of the patent and where there is no 
diversity of citizenship, a federal court has no jurisdiction over the causes 
of action for trade-mark infringement and unfair competition. 180 


I, 5, § 2. Parties. 

Non-resident officers and agents of a corporation are not indispen- 
sable parties to a suit alleging trade-mark infringement and unfair com- 
petition, against a resident corporation which has been duly served, since a 
judgment against the corporation will be binding upon its officers and 
agents. 170 


I, 5, § 3. Pleading and Practice. 
A bill for infringement of trade-marks may not be dismissed in limine, 
because of any inartificiality of pleading therein, provided a substantial 
cause of action is made out. 405 


No amendment to set up a registered trade-mark, which was not 
applied for or granted until after the filing of the original bill, can properly 
be granted, since the plaintiff cannot, by subsequent registration, establish 
a cause of action which did not exist when the original bill was filed. 180 


I, 5,§ 4. Evidence. 
The test of trade-mark infringement is the deception of the public, 
which does not necessarily include a showing of fraudulent intent. 20 
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Where defendant’s trade-mark is a colorable imitation of the plain- 
tiff’s, an injunction may issue without proof of actual deception of the 
purchasing public. 12 


Proof of the sale of an article at a certain date, accompanied by proof 
of the previous printing of labels bearing the trade-mark, for that article, 
is evidence of the sale of the article under the trade-mark. 156 


I, 5, § 5. Defenses. 
In a suit alleging infringement of a trade-mark, it is no defense to 
show subsequent infringement by others. 139 


Where the delay in filing a bill is due to an unsuccessful effort to try 
out the same issues in another district, such delay does not constitute 
Jaches. 170 


In a prior litigation, the defendant obtained a judgment against a sales 
agent of the plaintiff; but this plaintiff, not being a party thereto, the 
decree is not res adjudicata in the present action. 182 


I, 5, § 6. Relief. 
a. Injunction. 
A subsequent order limiting the application of an injunction to those 
localities in which the plaintiff was doing business, held to relieve the ob- 
jection that the injunction was indefinite and uncertain. 64 


Although defendant, upon the discovery some ten months prior to the 
commencement of the suit that the plaintiff was investigating its business 
methods, ceased to infringe plaintiffs trade-marks, equitable relief in the 
form of an injunction will not be denied plaintiff, especially in view of 
defendant’s lack of good faith. 20 


I, 5, § 6. b. Damages. 
Infringement of trade-mark may be shown in aggravation of damages 
for patent infringement, though the court has no jurisdiction over the 
cause of action for trade-mark infringement. 426 


I, 5, § 6. c. Accounting. 
Profits made by defendant in violation of the trade-mark rights of 
the plaintiff are recoverable, regardless of any profits made by plaintiff. 54 
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II. REGISTRATION OF TRADE-MARKS. 
II, 2. Errectr oF REGISTRATION. 


Registration confers no right and limits none; it is a mere procedural 
advantage depending upon common law ownership, which can exist quite as 
well without it. 7 


II, 3. Tue Apprication. 


§ 1. The Applicant. 
An applicant who has parted with the right to use his mark, except in 
a restricted territory, has no claim to registration based on a statement of 
exclusive use. 534 


II, 3, § 2. Specimens. 

An applicant who has registered the words “Spotless Town” in con- 
junction with a picture may thereafter register the words alone on the 
same specimens. Proof of use of the words alone is not a condition of the 
second registration. SA 


II, 3, § 5. Statement. 
The words “machinery packing” do not sufficiently describe the goods 
on which the mark is used, It should be specified whether the mark is 
used, for example, on rubber packing or metallic packing. 397 


» 


When the goods sought to be covered by one registry include virtually 
everything made of rubber as, for example, vehicle tires, bathing caps, 
rubber heels, rubber tubing, barbers’ bibs, balloons and rubber sponges, 
these all cannot be included in any existing class of goods. If the ap- 
plicant wishes to use the same mark on tires and on bathing caps, it must 
make separate registration. 336 


The use of mark on indexes does not give the right to register for 
“files and binders” and “wrappers.” 335 


II, 3, § 7. Disclaimer. 
The applicant should not be allowed to file a mere disclaimer of certain 
unregistrable features of a mark, but should be required to remove them 
from the drawing. 216, 283, 341, 346 


In the trade-mark “Apple Brand” for men’s and boys’ clothing, the 
word “brand” having been removed, there is nothing to disclaim. Removal 
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is the most effective disclaimer, and the applicant has the right to say 
what part of his mark he wants to register. 346 


A trade-mark which has been refused registration because it is merely 
a descriptive representation of the goods cannot be made registrable by 
a disclaimer of the descriptive features 6f the mark when nothing remains 
but a mere skeleton of the real mark. 32 


A disclaimer of the right to use separately the different features of a 
combined mark does not leave the applicant without anything to claim. 
The applicant may be entitled to use the words in combination though not 
entitled to their separate use. 157 


A disclaimer, made to obtain registration, does not estop the registrant 
thereafter to register the part of the mark disclaimed, if he can. 604 


Applicant cannot, by a disclaimer of the part of his mark opposed, 
avoid the necessity of answering a notice of opposition. 605 


II, 3, § 8. Consent. 
In a case of doubtful conflict, the consent of the prior registrant will 
remove the objection of the office to the registration. 606 


In view of the consent to the registration of the mark in the form 
shown, the requirement that the applicant remove the letters “A C C O” 
from its trade-mark is withdrawn. 344 


II, 3, § 10. Abandonment. 
An application on which no action has been taken for a year is aban- 
doned and cannot be revived by appeal or amendment. 607 


II, 4. ReeistrasLe Marks. 
§ 2. Descriptive and Generic Terms. 


Descriptive words and phrases, in a foreign language, are not regis- 
trable as trade-marks. 329 


The registration of a word that is in fact descriptive of the goods on 
which it is used is prohibited by the trade-mark act, notwithstanding that 
it may not be suggestive to a large percentage of the users of the goods. 530 


The word “Infallible” is not registrable as a trade-mark for smoke- 
less powder, as it is descriptive of the qualities of the goods. 531 
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A trade-mark for non-metallic electric vehicle tires consisting of a 
perspective view of a clincher rim with the tire thereon above the word 
“Cushion,” and below it a view of a portion of an automobile wheel, pass- 
ing over an obstruction, so as to depress the tire, is a descriptive repre- 
sentation of the goods and properly refused registration. 32 


The words “The Machine You Will Eventually Buy,” is a mere ad- 
vertising phrase and not a good trade-mark. 607 


II, 4, § 4. Geographical Terms. 
See, also, I, 5, § 5. 

The trade-mark act does not inhibit the registration of marks because 
they consist of words which are descriptive or which consist of geographical 
names; but it inhibits the registration of marks which consist merely in 
words which are descriptive names. The word “Union” is not merely geo- 
graphical, since there are numerous meanings of the word having no refer- 
ence to any place, and “Union” referring to a place is an extremely in- 


definite reference. 286 


II, 4, § 5. Conflicting Marks. 
A question of doubt as to the similarity of marks should be resolved 


for the protection of the public, in whose interest the trade-mark statute 


was enacted. 275 


II, 4, § 7. Proper Names. 

See, also, I, 2, § 6. 
The requirement that a proper name used as a trade-mark be given a 
distinctive form is statutory only and relates to registration under the 
statute. 34 


The name “Crew Levick” on a black diamond in a rectangular red 
panel, is not merely a name. If the separate words are surnames, it is 
not to be supposed that the combination is a surname, and the display of 
the mark is distinctive, and combines other features. The mark must be 


considered as a whole. 398 


The name “Farber,” means “dyer” in German, but it has no significance 
as applied to a metal dish. It is little known except as a surname. The 
word is not registrable, when not distinctively displayed. 397 


“Baron Bean” as a trade-mark for a newspaper section is not a mere 
surname. The name “Bean” is not primarily a surname and the use of 
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“Baron Bean,” is not likely to interfere with the use of his name by any- 
body else. 152 


The name “Farnum” in script, with a Turkish scimitar threaded through 
the letters, as a trade-mark for shoes, is distinctive in form. 339 


The name “Fisher” in heavy round script as a trade-mark for sub- 
casings and tie boots is a mere proper name, not distinctively shown. 153 


On an application to register the name “O’Bannon” over and under 
the word “Moleskin,” making a generally oval shaped figure, with a heavy 
dash under the middle of the bottom word, held that the name “O’Bannon” 
is a proper name and the word “Moleskin” is descriptive, and not so dis- 


tinctively displayed as to submerge or obscure the normal meaning of the 
words. 398 


The Kellogg Food Company, jointly with John H. Kellogg of Battle 
Creek, Michigan, opposed the registration of the word “Kellogg’s” for 
breakfast foods, by the Kellogg Toasted Corn Flake Company, a corpora- 
tion of Michigan. Held, the opposer’s have parted with their rights in the 
name as applied to cereals, by agreement, while they never had any rights by 
users of the mark on these goods. 339 


The name “Howe” with divergent rays of light, held to be distinctively 
displayed. 606 


The name “Y-o-u-n-g-s” as shown, held to be distinctive. 606 


The name “Dobson’s” shown in a rectangle is not distinctively dis- 
played. 557 


The name “Elmer’s,” written in brush or stumpt script letters, consists 
merely in the name of an individual, not distinctively displayed. 557 


A trade-mark for pianos and organs, consisting of a scrawl decipher- 
able as the words “The Hastings,” and appearing as if written with a 
burnt stick by a man partially paralyzed, consists of more than a surname 
and is peculiar and distinctive in appearance. 558 


II, 4, § 8. Marks Deceptively Used. 
One cannot maintain a bill in equity for the protection of a trade- 
mark unless his own use of the mark has been honest and free from false 
and fraudulent representations touching the article sold under the mark; 
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and it is the duty of the patent office to refuse registration to one whose 
use of the mark has been of such a character that a court of equity would, 
upon the foregoing principle, deny him protection. 327 


A trade-mark applied to a medicinal preparation alleged to be a 
remedy for cancer, is, in a case of doubtful registrability, properly re- 
jected, upon the ground that it is misleading and virtually fraudulent, there 
being, in the view of the medical profession, no cure for cancer. 156 


Upon an application to register the trade-mark “Dodge-About” as 
a trade-mark for delivery cars, an opposition was filed by Dodge Bros., 
manufacturers of motor cars, on the ground that the mark would cause 
confusion of the car to which it was applied with cars of their manufac- 
ture. Held, a run-about sold under the name “Dodge-About” would be 
believed to be of the manufacture of Dodge Bros. The applicant has no 
right, moreover, to the use of the name “Dodge.” 


II, 4, § 9. Ten-Year Marks. 
a, Interpretation of Ten-Year Clause. 
The use by the applicant of the name “Hendee” during the ten-year 
period, for bicycles, does not justify a registration of the mark for motor 
cars. 399 


Where applicant has been granted registration of a descriptive word 
for certain goods under the ten-year proviso, he cannot obtain registration 
of the same mark as a technical trade-mark for other goods upon which the 
mark has been more recently used, on the theory that through his large and 
exclusive use of the mark, it has acquired a secondary meaning, indicating 
all goods now and in future years manufactured by him. 272 


II, 4, § 9. f. Proper Names. 

The fact that the labels presented for registration show the name 
“H. M. Myers,” is no ground for refusing an application to register under 
the ten-year clause the name “Myers” alone. The initials are not essen- 
tial and the shovels would naturally be known as “Myer’s Shovels.” 156 


II, 4, § 13. Corporate Names. 
The trade-mark act expressly prohibits the registration as a trade- 
mark of the name of any corporation. 266 


On a petition praying that the examiner of trade-marks be instructed 
to reject any applications to register the word “Simplex” for any other 
party than the petitioner, held the court of appeals has settled the fact 
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that nobody can register who did not use the word “Simplex” as a trade- 
mark before the incorporation of the applicant company in 1895 unless 
the mark is distinctively displayed. The petition is granted in this re- 
spect. 403 


The court of appeals holds that the Simplex Company has some peculiar 
rights in the word “Simplex.” 402, 597 


II, 4, § 15. Ornamental Features. 

A mark for stock paper for negotiable instruments, consisting of a 
series of staggered, or off-set lines, covering the face of the paper, is not 
a proper trade-mark. It is ornamental and a safety device. Moreover, it 
is not distinctive, for the eye cannot get hold of it, nor the memory re- 
tain it. 398 


II, 4, § 19. Portraits. 
The portraits of George Washington and Thomas Jefferson, ex- 
presidents, cannot be refused registration on grounds of _ public 
policy. 602, 603 


II, 4, § 20. Public Insignia. 

The representation of the figure of an eagle with spread wings and a 
shield at his breast, as a trade-mark for perfumes and other toilet articles, 
is a simulation of the insignia of the United States and not a registrable 
trade-mark. 337 


A mark for whiskey that simulates the great seal of the State of Mary- 
land is not a registrable trade-mark. 838 


A corporation of Great Britain applies for a certain complicated 
trade-mark under the so-called ten-year proviso of the trade-mark law, 
which includes the coat of arms of Great Britain. It appears that 


the applicant has used this mark in international trade exclusively since 
the year 1862 and that the mark was registered in Great Britain. The 
British government has granted the applicant the exclusive use of the 
mark, including the British coat of arms. Nothing in the trade-mark act 
of 1905 prohibits the registration of this mark under these conditions. 338 


II, 5. INTERFERENCES. 


§2. Evidence. 
In an interference proceeding, the examiner of trade-marks has author- 
ity to require a party to the proceeding who claims, through others, to state 
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his chain of title, before proceeding to proofs, the names and addresses 
of predecessors, and their location at the time of the use relied upon. 402 


II, 5, § 3. Abandonment of Application. 
An interference will be dismissed on motion, where one applicant 
abandons his application. 607 


II, 5, § 6. Review of Decision. 
Where, in a trade-mark interference, both parties are refused regis- 
tration and only one appeals, the other has no further standing in the case, 
or any right to be heard on the appeal of the former. 534 


II,'5, § 8. Foreign Party. 
A foreigner who omits to name a representative in this country, on 
whom notices can be served affecting his mark, may be proceeded against 
without notice. 607 


II, 6. Opposrtions. 


§ 1. The Opponent. 


The registration of a descriptive name or a name in common use may 
be opposed by one who shows use of the name in its ordinary sense. 216 


II, 6, § 2. Notice. 
Notice of opposition filed within the thirty day period in behalf of a 
foreign corporation, specifying no grounds for the opposition, cannot be 
amended thereafter to specify the grounds. 561 


II, 6, § 3. Demurrer. 
On a demurrer, only facts that appear on the face of the pleadings 
can be considered. 60T 


IL, 6, § 6. Dismissal. 
Where the right to register an essential part of the name of the 
opposer is in issue, the opposition should not be dismissed on motion. 325 


A later comer in a field of trade who chooses a trade-mark which is at 
all similar to the trade-mark of one already having a wide reputation in 
that field is under suspicion, in the absence of a clear reason for his choice. 
In such a case, the opposition should not be dismissed on motion, but 
should go to proofs. 395 
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II, 6, § 7. Evidence. 
The fact that applicant and opposer entered into an agreement re- 
stricting applicant’s use of the mark is evidence of the opposer’s interest 
in the same. 324 


Evidence of actual confusion is the best possible proof of the likeli- 
hood of confusion. 153 


II, 6, § 8. Review of Decision. 
The action of the examiner of interferences, in allowing the filing 
of a new verification to a notice of opposition will be reviewed only on 
petition and to correct a manifest error. 153 


II, 6, § 10. Amendment of Notice. 

An application to amend a notice of opposition after the thirty day 
limit, to allege no use by applicant of mark in interstate trade, should be 
denied because the proposed amendment introduces new grounds of op- 
position. 400 


II, 8. Proceeprnes ror Review. 


§ 3. By Rehearing. 
After the time for appeal from the decision of the commissioner of 
patents has expired, a petition for a rehearing should not be granted, ex- 
cept in case of obvious error. 157 


II, 9. CANCELLATION. 


§ 1. Petition. 

On an application to cancel the word “Rug” as a trade-mark for bricks, 
upon the grounds that the mark is descriptive and not capable of exclusive 
use, it is not necessary that the petitioner for cancellation show use of the 
mark as a trade-mark. Use by the petitioner in a descriptive sense is 
sufficient. 155 


II, 9, § 2. Pleading and Practice. 
The statute providing for cancellation of marks registered in the 
patent office applied to marks registered under the act of 1881, as well as 
to those registered under the act of 1905. 563 


II, 9, § 3. Evidence. 
In a cancellation proceeding, dissimilarities in the entire label and 
package should not be considered, for these are not a part of the trade-mark 
and can be changed at will by the user. 275 
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II, 9, § 5. By Suit in Equity. 
In a suit for trade-mark infringement, the court may order the regis- 
tration of the mark in the United States patent office by the later user 
cancelled. 7 


II, 10. Renewats. 


The right to renew under the statute presupposes a legal trade-mark. 
Applicant could not get the right at common law to monopolize the seal 
or coat of arms of a state. The law provides for renewals on the same 
terms as original registrations, one of which is that a mark may not be 
registered, and so it cannot be renewed if it simulates the great seal of a 
state. 338 


II, 11. Sratre anp Locat Sratvutes. 


II, 11, § 1. New York. 

In a penal action, to recover the sum of $100 for violation of § 367 
of the General Business Law, it is unimportant that the plaintiff might have 
a cause of action in equity for unfair competition. The penal action can 
be maintained only for infringement of a valid trade-mark, registered as 
provided by the statute. 388 


Under the statute prohibiting the refilling of bottles, a proprietor 
of a place which sells adulterated contents of plaintiff’s bottles bearing its 
trade-mark, is liable, whether he personally makes the sale of the adultera- 
tion, or is responsible for the adulteration. 630 


Section 440 of the New York Penal Law prohibits the use of a proper 
name in the conduct of a business unless it is the true name of the person 
or of one of the persons conducting the business. The use of the name of 
a man whose only interest in the business so named is through his wife is a 
violation of this provision. 146 


Where a haberdasher displays a pile of shirts in a show window next 
to a card containing as the most conspicuous feature the word “Manhattan” 
in script, a salesman cannot be convicted of misdemeanor, where it is 
proven that he stated to the witness that there were no “Manhattan” 
shirts in stock and that he had nothing to do with the dressing of the 
window. 316 


II, 11, § 2. Massachusetts. 
The prohibition of the Massachusetts law against the use, without per- 
mission, of another’s name in business does not apply in case of the use 
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of a part only of the name and is materially different from the right in 
equity, to enjoin the use of something less than the entire name of a 
corporation, when such use is misleading, deceptive and injurious. 868 


II, 12. Lasets. 


A print to be registrable must show on its face what goods it ad- 
vertises. 564 


III. UNFAIR COMPETITION. 
III, 1. Nature anv Basis or Wrone. 


§ 2. Elements. 
The essence of unfair competition consists in beguiling, or attempting 
to beguile, the purchasing public into buying the wares of the offender, 
under the belief that they are purchasing the goods of a rival. 80 


To have injunctive relief upon the ground of unfair competition, a 
party must show invasion of established good will and trade with respect 
to a particular article of manufacture. 353 


All practices between business rivals which tend to engender unfair 
competition are odious to the law and will be restrained by the courts. No 
man will be permitted to make use of signs or tokens that serve to con- 
fuse the identity of his business with that of another, so as to mislead the 
public, and divert business from his competitor to himself. 371 


The purpose to be effected by an injunction in cases of unfair com- 
petition is not primarily to protect the purchaser, but to secure to the 
manufacturer the profit to be derived from the sales of his goods. 229 


In a suit for unfair competition, brought to restrain the use of a 
similar label, the test would seem to be whether the resemblance between 
the labels was such as would be likely to deceive purchasers of such 
capacity, and buying under the conditions that they would encounter, 
in the particular trade. 417 


Where there is no competition, there can be no unfair competition. A 
hospital cannot enjoin a woman from running a lodging house and regis- 
try for nurses under a name similar to the name of the hospital, where she 
makes no false representations as to connection and in no way interferes 
with the enjoyment of any rights of the hospital. 368 
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A publisher of books and a secondhand dealer in books cannot be 


said to be in competition, where there is no attempt to pass off the one 
for the other. 125 


A dealer in poultry, who had sold his business, good will and adver- 
tising matter to another, and who thereafter enters the same business, in 
a city two hundred miles away, cannot be enjoined from the issuance of 
catalogues which simulate in appearance, illustrations, shape, size and cover 
design, those formerly used in connection with the business sold, where the 
defendant makes no attempt to induce his former trade to believe that his 
business is that formerly conducted by him at the old location. 542 


Although plaintiff does not maintain a store in Tacoma, the fact that 
it is doing business with the people of that city makes Tacoma a portion of 
the market in which it is using its trade-name and he is entitled to be pro- 
tected in the use thereof. 212 


III, 1, § 4 Intent. 
The ground of unfair competition is fraud, and this may be shown 


by direct testimony, or by facts and circumstances, or inferred from the 
manner in which the business is carried on. 64 


It is not necessary to prove intent by direct evidence, where it is clearly 
to be inferred from circumstances. Where the defendant has gradually 
built up his label and trade dress by repeated borrowings from plaintiff's 
label, with only slight changes, the intent to deceive is plain and the plain- 
tiff is entitled to relief. 469 


Even though the defendants acted in good faith and were free of in- 
tent to deceive purchasers, they may be enjoined from using the label and 
the word “Pennsylvania” on their product, if such use tends to deceive the 
average buyer. 460 


Misrepresentation by soliciting agent, not known to, or authorized by, 
the defendant, affords no ground of relief in a suit for unfair competition, 
apart from an improper dress of the goods. 417 


III, I, § 5. Deception. 
It is not the mere fact of imitation alone which makes out a case of 


unfair competition, but imitation accompanied by deception of the pur- 
chasing public. 64 
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The original publisher of a book cannot prevent a secondhand dealer 
or his agents from purchasing, renovating, cleaning, rebinding and resell- 
ing its books on the ground of unfair competition where there is no attempt 
to deceive the purchasing public. 125 


Where a dealer in secondhand books does not attempt to pass off 
restored copies as and for the new and original copies there is no unfair 
competition. 128 


III, 2. UNrFrarrness 1n CoMPETITION. 


§ 1. Imitating Appearance of Article. 

It is well settled that misrepresentation of origin and of manufacture 
may be made by simulating the collocation of details of appearance which 
are non-essential to utility and by which the consuming public has come to 
recognize a product. 261 


It is unfair competition to manufacture an article and sell it for resale 
to the ordinary purchaser, if it is so similar in all its details, functional and 
non-functional, essential and non-essential, tu the article made by the 
original manufacturer, that the ordinary man who buys it and uses it can- 
not tell it from the genuine, even though the actual sale to the jobber, 


wholesaler or middleman is without misrepresentation. 297 


Unfair competition consists essentially in procuring the sale of one’s 
own goods by fraudulently representing them as those of a competitor. 
Where a device has reached its final functional form, a competitor is not 
allowed to copy the exact design of another in such a way as to deceive the 
public as to the origin of the goods. 432 


Where plaintiff has marketed and advertised an unpatented article 
for several months, and defendant has copied the non-essential details and 
characteristic features of this article, to produce one similar in appearance, 
defendant is guilty of unfair competition. 174 


Where plaintiff had manufactured and sold a shredded wheat biscuit 
under both a process patent and a design patent, the expiration of such 
patents did not give defendants the right to simulate the size, shape and 
color of plaintiff's product on their goods, without unmistakably distin- 
guishing the latter therefrom, particularly as the use of the said features 
were of no advantage to the defendants in the manufacture or sale of 
their goods. 573 
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Where defendant substantially duplicated plaintiff's furnace and by 
advertising and sales methods attempted to pass off its product as that 
of plaintiff, such acts constitute unfair competition. 64 


Where the structural elements of defendant’s mechanical toy are 
identical with plaintiff's and the instructions and diagrams of the defend- 
ant’s catalogues closely imitate plaintiffs, defendant is guilty of unfair 
competition. 62 


Since no one is entitled to a monopoly of a toy balloon made in imita- 
tion of a watermelon, the fact that one was the first to make and sell such 
a balloon as a novelty does not render its manufacture and sale by another 
unfair competition where there is no attempt to deceive purchasers as to 
origin of manufacture by imitation of dress, mark or label. 99 


III, 2, § 2. Imitating Structural Elements. 

The use by a competitor of mechanical elements necessary to the con- 
struction and practical operation of a device, the elimination which would 
sacrifice economy and efficiency, is not presumptive evidence of unfair 
competition. 432, 433 


It is not the policy of the law to permit a manufacturer, under the 


guise of preventing unfair competition, to establish, without any patent, a 
perpetual monopoly in the production of any article in common use; it 
certainly will not assist him to monopolize the most economical, sensible, 
and efficient form in which the devices themselves may be embodied and 
offered to the trade. 251 


Where the forms of the articles manufactured by the plaintiff are in 
fact the most efficient and economical, any one is at liberty to copy the form 
in all its essential features, and one who has so copied it will not be re- 
quired, merely for the sake of changing the appearance of the product, 
to sacrifice strength, efficiency, durability or cheapness. 250 


III, 2, § 3. Imitating Packages and Containers of Goods. 
Where the size, shape, form and general appearance of the defendant’s 
label, combined with the size, shape and dress of their bottle, are well cal- 


culated to mislead the purchasing public, an injunction in favor of the 
plaintiff should issue. 4 


A manufacturer who has for over thirty years put on the market a 
product labeled “Philadelphia Cream Cheese” may enjoin another from 
using the words “Pennsylvania Cream Cheese” on a similar product, where 
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neither name indicates the true place of manufacture, and the two labels, 
although different in some respects, are so similar that the average pur- 
chaser would be liable to mistake the one for the other. 460 


The carton and the shape, size and color of the plaintiff’s product, 
together with the words “Shredded Wheat” and “Shredded Whole Wheat” 
have been used so long and so exclusively on the plaintiff's product, that 
the carton, the words, and the article itself have each and all come to 
mean that the article made and sold as “Shredded Wheat” or “Shredded 
Whole Wheat” is the plaintiff’s product, and the law clearly imposes upon 
the defendants the burden of being required to use the carton, and the 
words, and the article itself, with sufficient distinguishing marks to prevent 
the purchasing public from being deceived into buying the defendants’ 
product as and for the plaintiff’s product. 229 


The defendants should be restrained from placing on their containers 
a representation of a shredded wheat biscuit, exactly similar to that made 
by the plaintiff, since, although careful buyers might not be deceived 
thereby, others might be in the absence of clear indications of origin on 
the packages. 574 


The plaintiff, whose beer has been distinguished and recognized for 
over forty years, by the distribution of red and blue bands upon the 
barrels and kegs containing the same, is entitled to enjoin the use by 
others of bands similarly colored and placed upon the barrels containing 
their goods, when the result of defendant’s use of these colored bands is 
to confuse the trade, inconvenience the plaintiff in the collection of its 
empty containers, and deceive illiterate consumers. 549 


In a suit for infringement of complainant’s liquor label, the preliminary 
injunction should be so modified as to permit the defendant to truthfully 
state the ingredients of his liquor on his label, provided it be so done as 
not to imitate complainant’s label. 495 


In a suit for unfair competition based on an alleged confusing simi- 
larity between the appearance of the packages, plaintiff can claim no right 
to the exclusive use of a certain size, color, or quality of paper used, of 
the directions printed thereon, or of the place or origin; and, in the absence 
of conclusive proof of confusion among purchasers, the complaint will be 
dismissed. 496 


Where the defendant puts up his medical preparations in containers, 
such as are naturally suggested by the necessity of the business, he is not 
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thereby competing unfairly with the plaintiff, notwithstanding certain re- 
semblances in form, color and style of containers, especially as neither 
plaintiff's trade-mark nor its other distinctive trade features were imi- 
tated. 609 


III, 2, § 4. Substitution. 

Where street fakirs purchased toy balloons from customers of de- 
fendant, and without defendant’s knowledge sold them by exhibiting to 
purchasers plaintiff's article, defendant is not guilty of unfair competi- 
tion. 99 


III, 2, § 5. Imitating Color. 
The change of color by defendant on his trade-mark from red to 
black, the color employed by plaintiff and by the trade generally, is not 
an act of unfair competition. 496 


III, 2, § 6. Trade and Corporate Names. 
a. Personal Names. 
Any man has an absolute right to use his own name honestly in his 
business, even though he may thereby incidentally interfere with and injure 
the business of another having the same name. 182 


Although arbitrary symbols may not be simulated, the use of a family 
name will not be restrained without a showing of deceitful practices. 80 


In the absence of contract, fraud or estoppel, a man may use his own 
name in all legitimate was, and as a whole or a part of a corporate name. 
The use by a man of his own name in the last mentioned way is not per se 
unfair competition, though the name be also part of the corporate name of 


an earlier corporation in the same business in which he was previously 
interested. 42 


A manufacturer has a right to use his own name to designate his 
product, if he does so honestly and in such a way as not to deceive the 
public; and he may give a corporation with which he is connected the right 
to so use it. 513 


Where plaintiff has by contract, conveyed to defendant the right to 
the use of their common name as a trade-name, reserving to himself only a 
restricted right therein, he forfeits all claim to its exclusive use. 514 


It is a fraud for a man to transfer to others the right to use his name 
in a business, if he knows that such use will have an injurious effect upon 
another well-known business, using the same name. 182 
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It is a fraud upon the person, firm vr corporation who has established 
a business, and is carrying it on under a given name, that some other per- 
son should assume the same name, or a name so similar thereto as to de- 
ceive the purchasing public. 182 


Where plaintiff, as joint owner with his brother, the defendant, of a 
corporation formed to continue their deceased father’s business under the 
name “S. Dessau’s Sons,” retires to conduct a similar business and sub- 
sequently purchases from the successors of the said corporation the ex- 
clusive right to the use of such trade-name, said plaintiff can restrain de- 
fendant from giving out that he is the successor of “S. Dessau’s Sons,” and 
from appropriating any orders or business intended for the plaintiff. 510 


Defendant is not entitled to use the name “Goodman” in a business 
similar to that of the plaintiff, the first to use the name, unless in such 
form as to reasonably preclude confusion between the parties. 508 


The name “Parchen’s” used by defendant on ammonia of its manu- 
facture, is not so similar to the name “Parson’s,” employed on like goods, 
as to constitute unfair competition, where the main features of the re- 
spective labels are materially different. 512 


III, 2, § 6. 6. Corporate Names. 
A new corporation, organizing to do a business similar to that of an 
existing corporation, must avoid the adoption of a name so similar to that 
of the latter, as to cause confusion. 201 


A corporation may not usurp the name which another foreign corpora- 
tion has made valuable, taking advantage of the fact that the latter cor- 
poration has not complied with the requirements of the state statutes and 
obtained authority to do business within the state. 50 


A corporation cannot use, as part of its name, a family name formerly 
identified with another corporation, when the effect is to cause confusion 
between the two corporations. 16 


A corporate name, likely to cause confusion between the products of 
the corporation and those of an earlier and well-known company, should be 
enjoined. The use of a family name likely to cause confusion in a cor- 
porate title cannot be justified by taking in to the corporation one of that 
name, having a mere nominal connection with the corporation and a nom- 
jnal intent therein. 170 
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Where an individual sells his business and the use of his name to a 
corporation, he may be restrained by injunction from engaging in the same 
business, in the same locality, under his own name, or under a corporate 


name consisting merely of his own name, followed by the word “Incor- 
porated.” 201 


Although one may use his own name in a business, with resulting un- 
avoidable injury to a competitor of the same name, a later user of the 
name may not use it in a firm name, in such a way as to cause confusion 
with the name of the original user, and thereby injure his business. 360 


The plaintiff, which had built up a newspaper clipping business with 
the name “Romeike,” the surname of its founder, as a prominent part of 
its corporate name, cannot, on the ground of unfair competition, prevent 
the defendant from using the same name in a similar business, established 
by a son of the said founder, when the same is clearly distinguished from 
that of the plaintiff in the minds of the public, by differences in location, 
advertising and other trade features. 618 


Where a company adopts, as the principal part of its name, a word 
which has acquired a secondary meaning in the trade because of prior use 
by a competitor, such simulation should be restrained, unless sufficient notice 
is given to the public of the separate identity of the later user. 311 


Although the business indicated by the defendant’s corporate name 
and originally conducted by it did not compete with the plaintiff's business 
as indicated by its corporate name, when the defendant has in fact ex- 
tended its business to cover th» field occupied by the plaintiff, similarity of 
corporate names, which could not before confuse, may now result in 
confusion and should be enjoined. 372 


A corporation of the name of “Silver Laundry & Towel Company,” 
engaged in the business of laundering, cleaning and repairing, is not en- 
titled, under the theory of a trade-name having a secondary meaning, to 
restrain as unfair competition the use in a similar business of the trade- 
name “The Silver Cleaners, Dyers & Tailors” by a local competitor named 
Silver, merely because some confusion may result from the juxtaposition 
of the two names in a telephone directory. 454 


Where the plaintiffs built up a business in Lyman county under the 
name of the “Lyman County Abstract Company,” they cannot, on the sub- 
sequent division of said county into Jones and Lyman counties, restrain 
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the defendants from carrying on a similar business under the name of the 
“Jones County Abstract Company.” 615 


Where a corporate name and the good will appurtenant thereto is sold 
in bankruptcy in invitum, and the corporation is thereafter discharged in 
bankruptcy, the corporation may not be prevented from commencing again 
in business under the corporate name, but it may be enjoined from adver- 
tising itself as being in existence prior to its discharge in bankruptcy. 317 


III, 2, § 6. c. Trade-Names. 

By prior adoption and use, one does not acquire the exclusive right to 
use as a trade-name words properly descriptive of a business engaged in 
by him and by others; but if another, engaged in a like business, subse- 
quently makes use of such descriptive words in his trade-name, he must so 
combine them that the two trade-names will be fairly distinguishable. 95 


Any persons may be legally engaged in the business of repairing old 
automobiles and supplying repair parts therefor, but they may not, under 
an assumed imitative name, benefit themselves to the injury of a rival to 
whom the imitated name belongs. 303 


In a suit alleging unfair competition by reason of the similarity of 


trade-names, even if the name of the defendant was assumed in good faith 
without any intention of misleading the public or unfairly competing with 
the plaintiff, the defendant is held to the same responsibility, where he 
has knowledge of all the facts. 303 


In a suit alleging unfair competition, by reason of simulation of a 
trade-name, although neither party can acquire exclusive use of any one of 
the words employed in the names, the plaintiff, by first adopting a special 
or distinctive arrangement of these words as a trade-name acquires an 
exclusive right to the name so formulated, and the use of a notice by 
the defendant, to the effect that he has no connection with the plaintiff, will 
not suffice to relieve the infringement. 303 


Where plaintiff’s product had become known to purchasers as “Grand 
Rapids Sticky Fly Paper” prior to the establishment of a similar business 
at the same place by one defendant, the other defendant should be re- 
strained from selling the former’s product under the trade-name “Grand 
Rapids Sticky Fly Paper Co.” without unmistakably differentiating it 
from that of plaintiff. 469 
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Ili, 2, § 6. d. Literary and Dramatic Titles. 
An artist, or a publisher who has acquired by contract exclusive 
publication rights in the artist’s creations, is entitled to enjoin the publica- 
tion by another of similar creations under the same name. 466 


The right of a publisher to restrain others from using the title of his 
book or magazine is independent of any copyright law, and _ sufficiently 
rests upon the law of trade-marks or unfair competition. 110 


While the title of a copyrighted play is not protected by the copyright, 
the use of that title is none the less to be secured to the owner of the 
copyrighted matter, as a trade-mark, if the title so first employed by him 
has acquired a trade significance as an arbitrary designation. 139, 569 


Where plaintiff has for several years identified a theatrical production 
by the use of the words “Follies of” followed by numerals indicating the 


year, he is entitled to restrain the use of a similar title applied to the pro- 
duction of another. 138 


The name of a copyrighted play, although not protected by the copy- 
right, may, if it acquired a trade meaning as an arbitrary designation, be 


entitled to protection as a trade-mark, even though like “Happiness,” it 


is a word in common use. 569 


The owner of a photoplay may not restrain the production by a com- 
petitor of a photoplay with a somewhat similar title, where the evidence 
showed that no confusion existed in the minds of the public as to the dif- 
ference in the plays themselves. The name “The House of a Thousand 
Candles” is not so similar to the title “The House of a Thousand Scandals” 
as to deceive a person making a natural and ordinary use of his senses. 508 


Where the title of a play became a valid trade-mark, it continues as 
such when applied to a _ representation in the form of a _ motion 
picture. 139, 315, 322 


The publisher of a dictionary which for several years had been known 
as “Webster’s Collegiate Dictionary” is entitled to restrain on the ground of 
unfair competition the publication and sale by a competitor of a dic- 
tionary known as “Webster’s Intercollegiate Dictionary” which was similar 
in size and style and intended for the same class of purchasers, even though 


the original publisher had lost its exclusive rights to the use of the words 
“Webster’s Dictionary.” 110 
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III, 2,§ 7. Descriptive Terms. 

Where a trade-name which although descriptive, has by long acquies- 
cence come to be identified only with plaintiff's product, the defendant may 
use it on similar goods only if he effectively distinguishes his goods from 
those of the plaintiff. 110 


The use, on a spurious article, of a name which has become public 
property may constitute unfair competition against the manufacturers of 
the genuine goods since their goods are thereby discredited and _ their 
business damaged. 293 


Where plaintiff is originator and patentee of a standard construction 
of store fronts made entirely of metal, and had displayed the words “All- 
Metal” in connection therewith, the use by the defendant of the word 
“Almetal” above the words “Trade-Mark” on a standard construction of 
store fronts which infringed plaintiff's patent indicates unfair competi- 
tion. 297 


Where the words “Shredded Wheat” and “Shredded Whole Wheat” 
have become associated with the goods of the plaintiff company, it is en- 
titled to an injunction restraining the use thereof by the defendants on 
like goods. 574 


III, 2, § 8. Geographical Terms. 

The plaintiff, which adopted the name “Philadelphia” as a trade-mark 
for cream cheese prior to its use as such by defendants, a Philadelphia 
firm, is entitled to be protected in such use, the mark having become dis- 
tinctive of its product and there being no proof of deception of purchasers 
as to the origin of the goods. 537 


III, 2, § 10. Advertising. 
Where defendant openly appropriates plaintiff’s advertising literature 
to the detriment of plaintiff’s business, such act constitutes unfair com- 
petition. 45 


Where plaintiff procured an order requiring defendant to disclose the 
names of all its customers as an aid to accounting in a suit for patent in- 
fringement, and plaintiff circularized these customers with a misleading 
letter for the purpose of acquiring their trade, the court was justified in 
restraining the plaintiff from further acts of this character. 294 


Where the originator of a machine withdrew from the original com- 
pany and formed a second, and made thorough and persistent efforts in 
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advertising to acquaint the trade with the true situation, there was no 
unfair competition in such advertising. 80 


It is not unfair competition on the part of the defendant to use charts, 
circulars and printed forms, such as a..atomical plates, descriptions of 
diseases and symptoms, since such use is common to the proprietary medi- 
cine business, and the plaintiff has no copyright protection therein. 609 


III, 2, § 11. Other Instances. 

Where former employees of plaintiff engaged in the same business 
after leaving plaintiff's employ, they cannot be enjoined on ground of 
unfair competition, because they make use of knowledge of plaintiff’s cus- 
tomers, there being no covenant not to enter into competition with plain- 
tiff. 142 


A complaint which alleges that plaintiff has built up a large patronage, 
and had formerly employed defendant as manager, and that defendant, 
since his discharge by plaintiff, in pursuance of a plan to ruin plaintiff's 
business, is making use of confidential information acquired by virtue of 
his employment, sets forth a good cause of action. 145 


A dressmaker has a legal right to copy and sell as its own creations 
the exclusive models of another, provided the model, or an inspection of 
the model, is obtained by fair means, but has no such right if accomplished 
through fraud or deception, by procuring a person to misrepresent herself 
as a bona fide customer, purchasing the gowns for personal wearing 
apparel. 389 


For the defendants to use plaintiff's trade-mark and to falsely ad- 
vertise that they are “Ford agents,” when they merely bought plaintiff's 
cars from a regular agent to resell at .2ss than list prices, is unfair com- 
petition with the plaintiff, notwithstanding that the contract between 
the latter and its said agent may be invalid. 565 


The reproduction of original photographs with the name of the original 
photographer thereon and the sale thereof in that form, whereby they are 
represented to be the photographs of the first photographer, constitutes 


unfair competition. 458 

A news agency engaged in the gathering of news, which it dissemi- 
nates among its members, is entitled to protection against the fraudulent 
appropriation of such news by a competitor, either by copying same from 
advance news sheets or obtaining it directly from complainant’s em- 
ployees. 436 
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Where the plaintiff has obtained from one of the defendants the ex- 
clusive right to publish a certain manuscript, he is entitled to restrain the 
other defendants from advertising and otherwise giving out the publication 
by them of any matters contained in the said manuscript. 464 


The originator of a plan or system of banking cannot have a property 
right in such idea, independent of any physical means or devices for carry- 
ing it out. 204 


The idea of cumulative links to form a bracelet is old, and the plain- 
tiff could not gain the right to monopolize the idea by advertising his device 
as a friendship bracelet, and thereby prevent defendant from manufactur- 
ing such links. 53 


III, 3. Surrs ror Unrar ComPetTITION. 


§ 1. Jurisdiction. 
In a suit for patent infringement, where the patent is found to be 
valid and infringed, a cause of action for unfair competition is properly 
joined, independent of the question of citizenship. 45 


Where, in a suit for infringement of a patent, the patent is found to 
be valid and infringed and the evidence is, moreover, sufficient to establish 
a case of unfair competition, a federal court of equity has jurisdiction over 
both causes, regardless of the citizenship of the parties. 47 


In a suit alleging infringement of a patent, a counterclaim by the de- 
fendant for unfair competition intimately connected with the patent in- 
fringement should be disposed of in the same suit. 248 


Where, in a suit alleging patent infringement, there is no diversity 
of citizenship and the defendant sets up a counterclaim for unfair com- 
petition and infringement of other patents the court is without jurisdiction 
of the unfair competition unless the defendant’s allegations of patent 
infringement are sustained. 221 


In a suit between citizens of the same state involving patent infringe- 
ment, a federal court has no jurisdiction over a cause of action for un- 
fair competition, simply ‘because it arises out of the sale of the alleged 
infringing article. 428 


In a suit alleging unfair competition, the amount in controversy is the 
value of the injunction. 128 
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III, 3, § 2. Parties and Liability. 
Parties, not formal parties to an action for unfair competition who 
participate in the trial with the knowledge of the court and of the parties 
of record, are bound by any judgment that is recovered therein. 229 


Where plaintiff sold to his brother his interest in a business originally 
carried on by them under the firm name “Ohlbaum Bros.” and the brother 
later discontinued the business, plaintiff still preserved sufficient interest 
in the name to restrain a casual stranger from using it. 506 


III, 3, § 3. Pleading and Practice. 

Under Equity Rule 26, a plaintiff may join in one bill as many causes 
in equity as he may have against the defendant. Provided diversity of 
citizenship exists, unfair competition and infringement of a design patent 
may be so joined. 99 


Where a bill charges unfair competition and infringement of a design 
patent, the objection that the bill is multifarious cannot be first made in 
the appellate court. 99 


The other jurisdictional facts appearing, the court should not dismiss 
a bill unless it clearly appears that the amount in controversy is less than 
that required by statute and when it may be inferred from the allegations 


of the complaint that the amount involved exceeds the amount required by 
the statute, the court should grant the plaintiff leave to move to amend. 129 


After more than four years of litigation in which an appeal has been 
determined, on the ground that certain dictionaries published by defendant 
were revisions of a particular copyrighted work, the plaintiff cannot change 
the theory of the case so as to show fraud in the use of the title of the de- 
fendants’ dictionaries, by alleging that defendants’ publications were re- 
visions of another work. 110 


In a suit alleging unfair competition and infringement of a patent, 
the propriety of interrogatories must be tested by inquiring whether the 
answers to them would tend to prove that any person or corporation against 
whom the validity of the patent in suit has been conclusively established is, 
or is not, privy to the present action. The test appears to be whether 
the person who is alleged to be privy has the right to intermeddle in the 
conduct of the case. 453 


III, 3, § 4 Evidence. 
In a suit alleging unfair competition by reason of the similarity of 
trade-names it is not necessary to wait until the name of the later adopter 
is actually in use. 303 
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The test applied by the courts on the question of similarity is the likeli- 
hood of deceiving an ordinary purchaser who is using ordinary care, and 
in applying that test regard must be had to the nature and physical re- 
quirements of the article itself, its cost, the class of persons who purchase 
it, and the circumstances under which it is purchased. 80 


In the case at issue, anonymous and unauthenticated letters received 
by the plaintiff, mainly after the beginning of the action, and which dis- 
close merely a confusion in the minds of the writers as to the plaintiffs 
corporate name, are not admissible as evidence of confusion between the 
names of the respective parties. 618 


III, 3, § 5. Defenses. 

In a case alleging unfair competition by reason of the imitation of the 
form, shape and size of a shredded wheat biscuit, the fact that a process 
patent and a design patent covering the biscuit have expired does not 
affect the question of unfair competition, when neither patent had anything 
to do with the form, shape or size of the biscuit. 229 


In the case at issue, the plaintiff’s rights in the name are not affected 
by the prior use thereof by another at private theatricals given for 
charity. 569 


In a suit for unfair competition, laches on the part of the plaintiff, 
does not bar him from ultimate relief, when, after a period of apparent 
acquiescence, he acts to defend his rights. 469 


In a suit for unfair competition and trade-mark infringement, the 
violation of the anti-trust law by plaintiff to the detriment of defendant’s 
business does not debar him from equitable relief. 469, 496 


The fact that a so-called cream cheese was made and sold in Phila- 
delphia prior to the use of the name by the plaintiffs, did not give the 
defendants a superior claim to the mark, when their cheese was made under 
a different process, and the name “Philadelphia” had become in no way 
associated with cream cheese in the minds of the public. 537 


The fact that plaintiff's cheese cannot properly be termed a “cream 
cheese” does not impair his right to an injunction. 460 
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III, 3, § 6. Relief. 
a. Injunction. 
The purpose of an injunction in a case of unfair competition is not 
primarily to protect the purchaser, but to secure to the manufacturer the 
profit to be derived from the sale of his goods. 574 


Where alleged unfair competition is sought to be restrained, the case 
must be unmistakably clear and beyond question to justify an injunc- 
tion. 80 


Where the rights of plaintiff and defendant in regard to the delivery 
of mail are defined by contract and defendant carefully observes this 
contract, an injunction will not be granted because some slight confusion 
has occurred, 195 


Where there is no showing that plaintiff had acquired any good will 
in trade, by the manufacture and sale of his product, prior to the manu- 
facture and sale of a similar product by the defendant, and where there 
was no attempt by defendant to pass off his product as that of plaintiff, 
plaintiff is not entitled to an injunction. 353 


Where defendant company, whose name contained the family name of 


plaintiff, was entitled to manufacture and vend a remedy originated by 
plaintiff, and defendant, after plaintiff left the company, in one place in 
its advertising inadvertently omitted the words “& Company” after the 
family name, an injunction will not issue. 195 


III, 3, § 6. 6. Accounting of Profits. 

Where defendant, after being notified of its infringement of plaintiff's 
photo-play title, continued to infringe, plaintiff is entitled to an injunction 
and to an accounting limited, however, to damages sustained and profits 
derived from sales after the receipt of the notice. 322 


III, 3, § 6. c. Damages. 

Where the proofs of infringement and unfair competition are limited 
to one sale, the accounting and damages to which plaintiff is entitled will 
be limited to that sale, unless plaintiff makes out a case for further 
inquiry. 4 

III, 3, § 6. e. Use of Distinguishing Notice. 

Where the title of a dictionary on which the copyright had expired 
had acquired a secondary meaning indicating a series of dictionaries pub- 
lished by the plaintiff, a reprint of the original edition no longer pub- 
lished by the plaintiff merely requires the name of the publisher on the 
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title page, but a revision prepared by the defendant which departs from 
the original as much as plaintiff’s latest dictionary must bear a distin- 
guishing notice which defendant can be compelled to put, not only on the 
title page, but wherever it uses the descriptive title as a designation of its 
dictionary. 110 


Ill, 3, § 7. Estoppel. 

Where plaintiff, engaged in the manufacture of certain cereal products 
with his brother, the defendant, as managing partner, acquiesced for several 
years in the use of the latter’s facsimile signature on the package, and 
later sold to the defendant his interest in the business, and engaged in a 
similar business, without reserving any right to the use of his name therein, 
he is thereby estopped from any claim to the exclusive use of the same 
name. 514 


Where plaintiff bought out defendant’s business, conducted under the 
name “Grand Rapids Sticky Fly Paper Co.,” abandoned same and acqui- 
esced in the use of the name by defendant in a similar business, he thereby 
forfeited all right therein. 496 


III, 3, § 9. Multiplicity of Suits. 

When in a suit for unfair competition against the manufacturer of 
an article, a final injunction has been granted against the defendant and 
its operation suspended, pending an appeal, and a supersedeas bond has 
been given by the defendant, the act of the plaintiff in prosecuting a suit 
against a customer of the defendant cannot be enjoined by the defendant, 
nor punished in the original suit as contempt of court. 43, 62 
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